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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 02 December 2002 . 
2a)£3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 35-68 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 35-67 is/are rejected. 

7) ^ Claim(s) 68 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) |SI The drawing(s) filed on 20 December 2001 is/are: a)D accepted or b)Kl objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) ^1 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 



1) lEl Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statements ) (PTO-1449) Paper No(s)_ 



4) □ Interview Summary (PTO-413) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-152) 

6) D Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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DETAILED ACTION 



Drawings 



1 . The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the second 
communication devices as stated by claim 48 must be shown or the features canceled 
from the claims. No new matter should be entered. 

2. A proposed drawing correction or corrected drawings are required in reply to the 
Office action to avoid abandonment of the application. The objection to the drawings 
will not be held in abeyance. 



3. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 48-57 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventors, at the time the 
application was filed, had possession of the claimed invention. 

The specification fails to originally support and inadequately describe the 
second communication devices as stated claim 48. 



Claim Rejections - 35 USC §112 
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5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 35-66 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 48 recites the limitation " the second communication devices ". 
There is insufficient antecedent basis for this limitation in the claim. 

Claim 48 is confusing on how a first communication device comprising 
another first communication device or the communication system comprising a 
first communication device? Is that the same or different first communication 
system in the first line? 

Claim 58 is rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential elements, such omission amounting to a gap 
between the elements. See MPEP § 2172.01 . The omitted elements are the first 
and second communication means. 

Claim 58 is confusing if the second communication device stated in the 
third line is the same or different second communication device. 
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Regarding all claims, attempts to claim a process without setting forth any 
steps involved in the process generally raises an issue of indefiniteness under 35 
U.S.C. 112, second paragraph. For example, a claim which read: "A process for 
using monoclonal antibodies of claim 4 to isolate and purify human fibroblast 
interferon." was held to be indefinite because it merely recites a use without any 
active, positive steps delimiting how this use is actually practiced. Ex parte Erlich, 
3 USPQ2d 1011 (Bd. Pat. App. & Inter. 1986). 



Claim Rejections - 35 USC § 101 

7. The text of those sections of Title 35, U.S. Code not included in this action can 

be found in a prior Office action. 

Claims 35-66 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. In Ex parte Dunki, 153 
USPQ 678 (Bd. App. 1967), the Board held the following claim to be an improper 
definition of a process: 'The use of a high carbon austenitic iron alloy having a 
proportion of free carbon as a vehicle brake part subject to stress by sliding 
friction." In Clinical Products Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 
(D.D.C. 1966), the district court held the following claim was definite, but that it 
was not a proper process claim under 35 U.S.C. 101: 'The use of a sustained 
release therapeutic agent in the body ofephedrine absorbed upon polystyrene 
sulfonic acid." Although a claim should be interpreted in light of the specification 
disclosure, it is generally considered improper to read limitations contained in the 
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specification into the claims. See In re Prater, 415 F.2d 1393, 162 USPQ 541 
(CCPA 1969) and In re Winkhaus, 527 F.2d 637, 188 USPQ 129 (CCPA 1975), 
which discuss the premise that one cannot rely on the specification to impart 
limitations to the claim that are not recited in the claim. 



Claim Rejections - 35 USC § 102 
8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 



9. Recent Statutory Changes to 35 U.S.C. § 102(e) 

On November 2, 2002, President Bush signed the 21st Century 
Department of Justice Appropriations Authorization Act (H.R. 2215) (Pub. L. 107- 
273, 1 16 Stat. 1758 (2002)), which further amended 35 U.S.C. § 102(e), as 
revised by the American Inventors Protection Act of 1999 (AIPA) (Pub. L. 106- 
1 13, 1 13 Stat. 1501 (1999)). The revised provisions in 35 U.S.C. § 102(e) are 
completely retroactive and effective immediately for all applications being 
examined or patents being reexamined. Until all of the Office's automated 
systems are updated to reflect the revised statute, citation to the revised statute 
in Office actions is provided. This also substitutes for any citation of the text of 
35 U.S.C. § 102(e), if made, in the Office action. 

The following is a quotation of the appropriate paragraph of 35 U.S.C. § 
102 in view of the AIPA and H.R. 2215 that forms the basis for the rejections 
under this section made in the attached Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, 
published under section 122(b), by another filed in the United States 
before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United 
States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international 
application designated the United States and was published under 
Article 21(2) of such treaty in the English language. 

35 U.S.C. § 102(e), as revised by the AIPA and H.R. 2215, applies to all 
qualifying references, except when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 
2000. For such patents, the prior art date is determined under 35 U.S.C. § 
102(e) as it existed prior to the amendment by the AIPA (pre-AlPA 35 U.S.C. § 
102(e)). 

The following is a quotation of the appropriate paragraph of 35 U.S.C. § 
102 prior to the amendment by the AIPA that forms the basis for the rejections 
under this section made in the attached Office action: 



A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on 
an application for patent by another filed in the United States 
before the invention thereof by the applicant for patent, or on 
an international application by another who has fulfilled the 
requirements of paragraphs (1), (2), and (4) of section 371(c) 
of this title before the invention thereof by the applicant for 
patent. 
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For more information on revised 35 U.S.C. § 102(e) visit the USPTO 
website at www.uspto.gov or call the Office of Patent Legal Administration 
at (703) 305-1622. 



10. Claims 48-54, 56-64, 66, and 67 rejected under 35 U.S.C. 102(e) as being clearly 

anticipated by Zicker, et al. 



10a 
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Zicker, et al disclose a 
first communication device 
(figure 1, #32) employed in a 
communication system. The 
first communication device 
(#32) comprising a first 
communication means (figure 
2) communicating with a first 
source by using a first 
communication system (#10a, 
10b, #12). A second 
communication means ('To 
cooperate with the overlay cells 
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a base station, referred to hereinafter as a pico station, is provided at each 
customer site. Each pico station is designed to support up to six improved 
portable handsets which function in dual modes. In a first mode each handset 
functions as a normal portable network or cellular telephone, when it is physically 
removed from the proximity of the pico station. A second wireless mode of 
operation is described herein for the handsets of the system which has been 
referred to herein as enhanced cordless on the first iterations and will be referred 
to as the pico mode in subsequent usage. The enhanced cordless mode of this 
invention differs from the operation of standard cordless telephones in several 
respects. This system employs a unique burst mode communication control 
protocol between the handsets and the pico station which is not found in 
standard cordless operation. This protocol is compatible with cellular standards 
to permit dual mode operation which would not be possible with standard 
cordless. Moreover, the standard cordless frequency arrangement is obviously 
different from cellular frequencies used in this system. Other differences will 
become apparent from the description that follows, which result in operational 
improvements in the service offered.") for communication with a second 
communication device (#26) and control means (#53 and 58) for controlling the 
first and second communication means. 
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Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

13. Claims 55 and 65 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Zicker, et al in view of Lucey or Baker, et al. 

Zicker, et al disclose all subject matter, note the above paragraph, except 
for third communication system using an infrared ray. The examiner takes 
Official notice that a communication system using an infrared ray is old (at least 
22 years old) and well known in the art, as evidence by Lucey and Baker, et al. 
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Hence, it would have been very obvious even to one below ordinary skill in 
the art at the time the claimed invention was made to incorporate the old and 
common use of infrared ray in the first or second communication device of 
Zicker, et al in order to use an inexpensive and common short distance 
communication medium and keep the over all cost the communication devices 



14. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

1 5. A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

1 6. Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

1 7. Claims 35-68 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1-34 of U.S. Patent No. 
6,349,324. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the claims in the current application are broader than 



low. 



Double Patenting 



the claims in the patent. 
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Response to Arguments 



18. Applicant's arguments with respect to claim 1 have been considered but are moot 
in view of the new grounds of rejection. 



19. As allowable subject matter has been indicated, applicant's reply must either 
comply with all formal requirements or specifically traverse each requirement not 
complied with. See 37 CFR 1 .1 1 1 (b) and MPEP § 707.07(a). 

20. Claim 68 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 



21 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Crane, et al disclose a portable communication system comprising a local 
and wide area communication units which can store communications when the 
wide area communication system is not available. 

Gillig, et al show a cellular cordless telephone which polls information in a 
memory polls information in a memory to determine a pre-selected preference 
and a stored availability of call forwarding. 



Allowable Subject Matter 



Conclusion 



Application/Control Number: 10/027,643 Page 12 

Art Unit: 2684 

Final Rejection.doc 1/29/03 7:00 PM 

Mizikovsky, et al teach an automatic generation of private authentication 
key for wireless communication system. 

Griffith, et al display an implementation of wireless terminal roaming 
capability via a wired terminal registration feature. 

Yuen discloses a cordless phone back link for interactive television 
system. 

Jarett, et al exhibit a wireless communication system having mobile 
stations establish a communication link through the base station without using a 
landline or regional cellular network and without a call in process. 

Sizer, II, et al disclose a system and apparatus for controlling an 
appliance situated within a premises using premises recording unit. 

Bertocci, et al teach an apparatus and method for synchronizing a 
cordless telephone units on a common communication channel. 

Fuller, et al show a meet-me telephone system with subscriber 
notification feature, 

Nilssen shows a combination cordless cellular telephone system. 

Schellinger, et al display a method and apparatus for establishing a 
communication link. 

Williams, et al exhibit a call routing method for a radiotelephone in 
multiple radiotelephone systems. 

Ezuriko teaches an automatic radio wave output limiting system for 
portable telephone set. 



Application/Control Number: 10/027,643 Page 13 

Art Unit: 2684 

Final Rejection.doc 1/29/03 7:00 PM 

Tokuyoshi displays a mobile communication system and method for 
registering location of a mobile terminal in the mobile communication system. 
Dent exhibits a satellite communication adapter for a cellular handset. 

22. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly. THIS ACTION IS MADE FINAL . See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

23. A shortened statutory period for reply to this final action is set to 
expire THREE MONTHS from the mailing date of this action. In the event a 
first reply is filed within TWO MONTHS of the mailing date of this final 
action and the advisory action is not mailed until after the end of the 
THREE-MONTH shortened statutory period, then the shortened statutory 
period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the 
mailing date of the advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the date of this final 
action. 
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24. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to WILLIAM D. CUMMING whose telephone number is 
703-305-4394. The examiner can normally be reached on Monday - Wednesday 
1 1 :30am to 7:30pm, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, DAINIEL HUNTER can be reached on 703-308-6732. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 
872-9314 for regular communications and 703-872-9314 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 



proceeding should be directed to the receptionist whose telephone number is 703-306- 




William dimming 

Primary Patent Examiner 
Washington, DC 20231 
(703) 305-4394 (703) 308 6306 Fax 
william.cumming@uspto.gov 



